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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 7-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Higuchi (U.S. Pat. No. 4,293,357) and further in view of Gadkaree U.S. Pub. No. 
2002/0011683. 

Consider claims 7-11 and 13-16 and 18, Huguchi teaches a honeycomb body 
made of a ceramic material (Silicon carbide) where the honeycomb structure (which is 
considered to be made up of a plurality of prismatic ceramic members because they are 
in a prismatic shape) has a plurality of through-holes side-by-side in a longitudinal 
direction through partition walls and sealing either on of the end portions of the through 
holes. (Fig. 3-5, Col. 1 lines 22-63, Col. 2 lines 22-40 and Col. 3 lines 17-32) As shown 
in figures 3-5, the through-holes are plugged at one end portion or the other end portion 
in a systematic fashion so that a through-holes is plugged in the upper portion of the 
through hole is placed next to a through-hole that is plugged in a lower portion of the 
honeycomb structure. 

Huguchi does not teach the use of amorphous silicon in the forming of a ceramic 
block. However, Gadkaree teaches that it is known to construct a ceramic honeycomb 
structure with amorphous silicon as well as a silicon carbide. (Para. 26, 30 and the 
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abstract) It would have been obvious to a person of ordinary skill in the art at the time 
of the invention to combine the honeycomb structure of Huguchi with use of an 
amorphous silicon of Gadkaree since it has been held to be with in the general skill of a 
worker in the art to select a known material on the basis of it suitability for the intended 
use as a matter of obvious engineering choice. In re Leshin, 125 USPQ 416. While the 
teaching of Gadkaree may teach that the use of amorphous silicon may be undesirable, 
it definitely states that amorphous silicon is a known material to use in the construction 
of a honeycomb structure. 

In claim 8 where, "the ceramic block is made by bonding a plurality of prismatic 
ceramic members", the "bonding" portion is considered to be a product-by-process 
limitation and even though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability 
of a product does not depend on its method of production. If the product in the product- 
by-process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process.", (In re 
Thorpe, 227 USPQ 964,966). Once the Examiner provides a rationale tending to show 
that the claimed product appears to be the same or similar to that of the prior art, 
although produced by a different process, the burden shifts to applicant to come forward 
with evidence establishing an unobvious different between the claimed product and the 
prior art product {In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983), 
MPEP2113). 
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In claims 10 and 15, the limitation where the porous ceramic is "formed by 
bonding ceramic particles through amorphous silicon" is considered to be a product-by- 
process limitation and even though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process.", (In re Thorpe, 227 USPQ 964,966). Once the Examiner provides a rationale 
tending to show that the claimed product appears to be the same or similar to that of the 
prior art, although produced by a different process, the burden shifts to applicant to 
come forward with evidence establishing an unobvious different between the claimed 
product and the prior art product (In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 
(Fed. Cir. 1983), MPEP 2113). 

As for claim 18, figures 4 and 5 of Higuchi teach the plugging of the adjacent 
through holes at opposite ends from each other. 

Consider claims 12 and 17, Gadkaree does not specifically teach that the 
amorphous silicon has a half-width value of Si peak (29=about 28°) of an X-ray 
diffraction of not less than 1 .0°. The limitation described in claim 12 and 17 is a mere 
physical characteristic of amorphous silicon, the amorphous silicon taught by Gadkaree 
is considered to have the same physical limitations. 
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Claims 19-25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Harada (U.S. Pat. No. 6,797,666) and further in view of Gadkaree U.S. Pub. 
No. 2002/0011683. 

Consider claims 19-23 and 25, Harada teaches a honeycomb filter composed 
mainly of silicon carbide or metallic silicon and silicon carbide where the honeycomb is 
made up of segments arranged (in a side-by-side relationship) that are bonded to each 
other with a plurality of through-holes that are plugged alternately (as shown in figure 1). 
(Abstract) 

However, Harada does not teach the specific use of "amorphous" silicon in the 
forming of a ceramic block. However, Gadkaree teaches that it is known to construct a 
ceramic honeycomb structure with amorphous silicon as well as a silicon carbide. 
(Para. 26, 30 and the abstract) It would have been obvious to a person of ordinary skill 
in the art at the time of the invention to combine the silicon carbide and metallic silicon 
honeycomb structure of Harada with the amorphous silicon and silicon carbide 
honeycomb structure of Gadkaree since it has been held to be with in the general skill 
of a worker in the art to select a known material on the basis of it suitability for the 
intended use as a matter of obvious engineering choice. In re Leshin, 125 USPQ 416. 
While the teaching of Gadkaree may teach that the use of amorphous silicon may be 
undesirable, it definitely states that amorphous silicon is a known material to use in the 
construction of a honeycomb structure. 

In claim 22, the limitation where the porous ceramic is "formed by bonding 
ceramic particles through amorphous silicon" is considered to be a product-by-process 
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limitation and even though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability 
of a product does not depend on its method of production. If the product in the product- 
by-process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process.", (In re 
Thorpe, 227 USPQ 964,966). Once the Examiner provides a rationale tending to show 
that the claimed product appears to be the same or similar to that of the prior art, 
although produced by a different process, the burden shifts to applicant to come forward 
with evidence establishing an unobvious different between the claimed product and the 
prior art product (In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983), 
MPEP2113). 

Consider claim 24, Gadkaree does not specifically teach that the amorphous 
silicon has a half-width value of Si peak (26=about 28°) of an X-ray diffraction of not less 
than 1 .0°. The limitation described in claim 24 is a mere physical characteristic of 
amorphous silicon, the amorphous silicon taught by Gadkaree is considered to have the 
same physical limitations. 

Response to Arguments 

Applicant's arguments filed 1/8/2008 have been fully considered but they are not 
persuasive. The applicant's arguments have been carefully reviewed but they do not 
sufficiently differentiate the prior art from the claimed honeycomb structure. It may be 
true that the cited prior art does change into SiC after the sintering of the honeycomb 
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product. However, prior to this sintering of the honeycomb body it contains amorphous 
silicon, which makes up a portion of the composition along with ceramic particles. 
According to Ex parte Brinton (82 USPQ 112 (BdPatApp&Int 1949), "Where the 
products produced by the reference process are neither transitory nor ephemeral but 
are by nature tangible and permanent pending the subsequent treatment to which they 
are subjected, held that such products, though intermediate, in the reference, are 
anticipatory of the product identified by the claims on appeal." This ruling by the court is 
considered to allow the use of the intermediate honeycomb structure of Gadkaree, 
which does contain amorphous silicon prior to sintering. 

The applicant's statements concerning Gadkaree's perceived "teaching away" 
from the use of amorphous silicon is not considered to be persuasive. Gadkaree 
discloses that it is known in the prior art to use such a material in a honeycomb 
structure, then one of ordinary skill in the art would know that a honeycomb structure 
can be made with amorphous silicon even though it might have many drawbacks. As 
stated in In re Boe, all the disclosures in a reference must be evaluated for what they 
fairly teach one of ordinary skill in the art even though the art teaching relied upon are 
phrased in terms of a non-preferred embodiment or even as being unsatisfactory for the 
intended purpose. In re Boe, 148 USPQ 507 (CCPA 1966); In re Smith, 65 USPQ 167 
(CCPA 1945); in re Nehrenberg, 126 USPQ 383 (CCPA 1960); In re Watanabe, 137 
USPQ 350 (CCPA1963). 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GORDON R. BALDWIN whose telephone number is 
(571)272-5166. The examiner can normally be reached on M-F 7:45-5:15. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Keith Hendricks can be reached on 571-272-1401 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

GRB 

/Timothy M. Speer/ 
Primary Examiner 
Art Unit 1794 



